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BEMARKS/ARCUMENTS 

Chims 

Claims 1-24 aic pcodipg in the a|7pHcstiotL 
ClBmifi 1-24 rDmain in the application. 
GkimB 1-24 are as pt«viDU£ly presented 
Glaima 25 and 26 are new. 

aatm S^ectioTU -35 U.S.C. § 103 

Claims 1 a&d 12''24 have been iqcctcd under 35 U^.C, §103(a) as bem^r obvious in view of Ifaa 
U.S. Patent No. 6.199,045, granted to Mitshcal I„ Glnigef and Warren Scott Hilton (herMnaftar 
"GinigcrO and the U,S. Patent Application Publication No. 2002/0183072, ffled by Galia 
Steinbach, Yechiani Halevy and Yuval Rabin fllierebaAer "Stcinbach**). 

Section § lOa of 35 U^.C. reads as fallom: 

^ U.S.C. 103 Condlttona for pateniabllily; Donobvioiis subject matter* 
(a) A patent may not be obtained though fbe invention is not identically 
disclosed or descnbsd aa fiittb In section 102 of this title, if ^ diSorences 
betwttfen the mblect matter sought to be patented and the prior art arc such 
that the fflibiegt matter as a whole would have been obviona ftm tjmff ftp 
jpyehtia^ waa made to a person hamg oidiiiaiy alcill in the art to v^ch said 
ftubject matter pertains. Patentability shall not be negatived by the manner m 
which the invantLoD was made. (emphasiB added) 

Ona ofliiB key concept of § 103(a) is "priooc art", Tlma, an iijvetttlott shaU be found obvious and 
hence, unpatentable, if two or mijrt t>rior art te&tenccs can be combined wd/or modified, 
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withiOiit u^venlive step, such as to obtain the invention of th^ Applicant. Moreover, it must 
have Ixm to at the time th e inV^^oP was made. 

Ihcicfore, awoiijitig to § 103(a), in order to qualify as pri<w ait, a lefference mu3t tacve been 
publidy available at least before fiic invention was nui4c. !f the "priot'* an fcffctcncc becomes 
publidy available after the invention ia made, it is mt but not prior art . Ofhcrwisc, it wndd be 
retxqactivB abviouanBsa, \^ch ia absurd since ba&od On hindsig^. 

Hettee, in older to render an invention obvious, a referenco most bavc been publicly ovmUble at 
leaat befi>te the eariieat filmg dote of the Applieant^s potent application. 

In ttc present case, the patent applieation of ibe Applicant was filed in the U.S A on Angust 20, 
2001. HowevcTk flic Applicant claimed the priority of a carresponding Canadian patent 
applicationfiledon Ai^ust 1S,2000. Thoefbie, pursuant to § 119, which iead$ as foUowa: 

35 U.S.C. 119 Benefit of etfriier filing daft; right of priority. 

(a) An applioHtion for patent for an p jiyg ^ij^tioii filed in ftiis cquntiy by any person 
who baa, or vdiose legal lepfescnlativcs or assigiis hmrv, prgyioitfly leeularW fUgj 
an BPl?^^"»H"" fbr a patent for flic BBme invention in a fmeign country ^^rich affords 
slnular priyil^^fla in the cage of applicationB filed in the United States or to citizens 
fifths \M v ^ States, or in a WTO memher countiy, ahali have (he same effect aa the 
ssanc application Vfoold have If filed in this coimtrv on the date on which th e 
a pplication far patent fbr tfae same ^i^ycutiQ'^ forciim country, 

if the application this coia ;i^ tfv is filed w it>n'n twelv e momlhit fiom the eariiest date 
on which 8uch foteign application was filed: but no patent fihall be e;ranted on any 
s^hcation for patent fbr an invention "o^iich had been patented or described in a 
printed publication ui any ootMtty more than ono year beibrc the dale of the actual 
filing of the appHcation in fins country, or T^^ch had been in public me or on sale 
in this comitiy more than one year pdor to 6udi fiUng. (emphasis added) 
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■ 11 Is thus as if The AppIioant*s patent appUoation Pm fil^d in thfi USA. on Aaguat IS, 2000. In 
any casc^ i/vfjith jccspect to § 103(a), Atigust IB^ 2000, is the lategt date on v^h die mventioa 
could have been made. Consequently, for a leferenoe to be prtor nrt acoordii^ to § .103(a)^ it 
must have heen i>u1>il<Jv avaflable at least befoze August Ifi, 2000, 

The Afrplicant wishes to point that the patent application of Stdnbach yfss published on 
December 5, 200Z. The patent application of Stcinbach ckdms the priori^ of a providonal 
Eqiplkation filed on April 17, 2001, Ab shown abow, tihc AppUcant's pattart application has an 
cquivalCTit fihng d«te of Axiguai 18, 2000, 

Fcom tlua comes two oonsequeDces. First, the patent appHcation of the Applicant was filed 
before the filing of ±e proviaianal patent application of SteinhanL HiersfQre, the published 
patent application of Steinhach cannot be prico: art under $ 103(a) since it was Sled afi^ thd 
patetit application of the Applicant, Second, the patent applicadon of Stcinbach was published on 
December 5^ 2002. that after the Canadian and even after the American filing date of the 
Applicant, thus after the invcnfion Tvas made. Therefore, Stcinbach cannot be cited a$ prior art 
In &ct» it is quite the opposite. The published patetit application of the Applicant, at least the 
Canadian one, could possibly be prior ait to Stcinbach. 

Causcqucntlyp the patent applicadon of Stcinbach is not pricr art and cannot be cited Wider § 
103(a) as prior art since it was not pubMcly available at least bdbre the eatUest filing date 
Applicant'fl £,ppliealidn. 

In view of the foreaolng, the Applieent respectftiUy believes that indepeiideiit daims 1, 12 and 17 
are patentable since they are not anttetpated by Giniger and since Steinhach is not prior axt. As 
for dependent clauns 13-16 and 18-24, since they arc depending upon patentable cLaims, they 
should also be deemed patentable; 
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Clflims 2, 4, 6 and 9 have been rejected undw 35 USC §103(a) as bdug obvious in view of 
Giniger and Stembach and in finflier view of the U.S. Patent Applicatloa MrUcation No. 
2002/DO&9421, filed by Jonathan Famngdon, Leonaid H. PoU and Aimando S, Valdes 
(heiem&i^ "Faningdon^O* 

In an argumeatatiott aimiiar to the one above, there is a Stability issue witii respcci Id fhe 
Famngdoa zefciczuM. Afi a matter of &cl, the Farnngdon jefbience waa publiahad m 
2002, Howefvw:, the patent application of the Applkant was filfid in the tJ.S.A on August 20, 
2001,blrtwi1haCamdknprioritydateof August 18, 20W^ The Partingdon reference was thtia 
pnblioly availahle only after tlie Amoiicaa and Canadiaa fiUng dates of the ^^iplication of the 
Applicant, tbus after tbe invention Tvas made. HicicfbTc; ob, <hc FaitiD^a refbtcncc cannot 
be rriprart under § 103(a). 

The AppHcmt nBrt^rgtanriq that thfi Bhove-ctted patent applit^on of Faningdon is a 
Cotidnnation-in-Pflrt of another patent applicatian, now U.S. Patent No. This pareiit 

e|30ication WAS filed on Decembeir 21, 2000, with a ciaitudd pdority date of Decembeir 23, 1999, 
from iSbc English pstcm ^iicatiOA no. GB 993064S. First, the parent applioation, that became 
US. Patent No. 6^392,548, was filed ate &c filn^g datft of Ae conreaponding Canadian patent 
£^lieation of the Applicant. AlsOj the parent flf^licaiticm was published on June 28, 2001^ ^^ndi 
is ako afta ^ Canadian fling diite of the Applicatit*$ plication. . It must be borne in mind 
thstr according to § 103(a). iho prior tat must have been pufeEclv available before fbe invention 
waa made in order to render an invantion obvious. Since the latest possible date on ^whicb the 
AppMcant'fi invention was made is August IS, 2000, and since the publication of the patent 
appliosdon ±at became U.S. PsM No. 6,392.543 occuned only on lunb 2S, 2001, the 
publication of thd pfictant plication that became U.S. Patent No. 6,392^48 cannot be prior ait 
u»dei § 103(a). 

As fof BngHah patent fi^lication, after a verification on the Edpaoan^it database, it clearly 
appears that this patent application was pgvtr publi&h^ The n<^ADOC legal status, enobsed 
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herewith^ is "Applicatiatis temunated before pubUcsdon under section I6(iy\ Tims, since the 
English patent application was also not published before the Canadian filing date of the 
application CT^ 1^ Applicant, this' BngLUth patent application cannot be cited Bi priot art, undtf § 
103(a)4 against the Applicant's application since it was not publicly available befbre the Canadian 
filing date and iheteibre before the jmrention ^ms ft>ade> 

It nni&t also be noted fhst the f^dnbach re&TCQce ift fitiU bcJicved n^^ 

Thflie&re/evGiL if it were possible tbot the teachings of Giniger^ Steinbach and Farringdon may 
be combined to obtain cUinifid subj^ ofitter, and thia ia by n^i maana an aasumpti^^n that it 
ifl^ this is irrelevant to the present case since the teaching of Steinbach and Faxtingdon were not 
pubHdy nvaikMe at the time tlie invendon was made and thus do not constitute priof ait with 
respecito 5 103(a). 

h, view of the foregoing, it is therefore respectfully believed that claims 6 and 9 arc fuDy 
patentable and that they ahonld be allowed* 

Claims 3 and IQ 

Claims 3 and 10 have been lejcutcd under 35 USC § 103(a) as being obvitfus in view of Qiniger, 
Stainbaoh and Feizingdoa and in further view of the U.S. Patent No. 5,926,116, granted to 
Hiroald Kitano and Junicihi Rokimoto (hes'sinaftor ^^tano"). 

A5 atplained Above, the Applicant icspeotfoUy believea ^ the references of Steinbach and 
Fonringdon oanxxrt be cited as ptrior an under § 103(a). 

Therefore, even if it were possible that the teachings of Gin^« Steinbach. Farringdon and 
Kitano may be combined to obtain the claimed sulject matter, and this is by no means an 
asfiumptiom that it is, this is irrelevzmt to the prcsmt case since the teachings of Steinbach and 
Farringdon were not publicly available at the time the invention was made and thus do not 
wnfftitntc prior ?irt with icspec^t to § 103(a). 
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In view of the fimegoitLg, It h thezietos lespectMy believad that dainu 3 and 10 ore full^ 
patefltAible ftod that they should be aUowed. 

Claims S and II 

CHaiins 5 and 1 1 hovo bcoa t^ifdud under 35 USC §103{a) as bcin^ olMoua in view of Giniger, 
Stcmbaoh, Faxxingdoa and Kitatio attd m fatihn view of U.S. Pateiit Ko. 5.825,283. gramed 
to Elie Cabmi (bereinafter ''Cafann). 

M d)Cpl^nM above, ±e Appfioflnt leqiactfiiBy beliovcE that the rcfcini^ of Stebibach wd 

Farnngdmn cflimnt bft cited flA priof art undBT § 103(a). 

Thcicfbxc, tt^tn if it wete possible that the teachings of Giidgar, Steinbach, Farringdon, Kitano 
and Cabmi mzy be combiiied to obtain the claimed subject matter, and this b by no means an 
asBomptian that it w6» this is irrelevant to the present case ftbce the teachings of Steinbaoh and 
Foniiigdan were not publicly available at the tbce the invention was made and thm do not 
constitute prior ait with icspeet to § 1 03(a). 

In view of the foregoing It is therefore re8pcctjft% beOieved that claims S and 11 &i6 flilly 
patentable qt*^ thst fbey should be allowed. 

ChimlandS 

Cblinfi 7 and 8 liavc been rejected under 35 USC §103(a) as being obvious in visw of Oinigei, 
Stelnbaclu Fazringdon and Cftbmi 

As explained abcyvc, the Applieam respectMy bdieves that the refecenoes of Steinbach and 
Farringdon cannot be cited as prior art itoder $ lC3(a.). 

Tlwrcfoic, even if it were possible that the teachings of Giniger, Steinhach, Fafringdon and 
Cahmi may be eambined to obtain the claimed subject matter, and thia i$ by no meaiu an 
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or pntcticiU, the RKamzner id invited to telephone the undeidgn^d, Applicant' A agpnt of reecidj t& 
f^idlitate the advancemeiit of die prtsent ^^llcation. 
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